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DETAILED ACTION 

1 . Amendments to the claims filed 7/20/2006 have been accepted. Claims 6 and 16 
are pending. 



Election/Restrictions 

2. Restriction to one of the following inventions is required under 35 U.S.C. 121: 

I. Claim 6, drawn to a Domain Name System created for the purpose of 
communicating through the internet, classified in class 707, subclass 100. 

II. Claim 16, drawn to search engines which perform website searches based 
on location, classified in class 708, subclass 490. 

3. The inventions are distinct, each from the other because of the following reasons: 
Inventions Group I and II are related as combination and subcombination. 

Inventions in this relationship are distinct if it can be shown that (1) the combination as 
claimed does not require the particulars of the subcombination as claimed for 
patentability, and (2) that the subcombination has utility by itself or in other 
combinations (MPEP § 806.05(c)). In the instant case, the combination as claimed 
does not require the particulars of the subcombination as claimed because a search 
engine that performs website searches based on location does not require that a new 
Domain Name System including new top level domains be present. The subcombination 
has separate utility such as searching the physical layout of items using a common 
logical view. 
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4. Because these inventions are independent or distinct for the reasons given 
above and have acquired a separate status in the art in view of their different 
classification, restriction for examination purposes as indicated is proper. 

5. Because these inventions are independent or distinct for the reasons given 
above and search required for Group I is not required for Group II, restriction for 
examination purposes as indicated is proper: 

6. Because these inventions are independent or distinct for the reasons given 
above and have acquired a separate status in the art because of their recognized 
divergent subject matter, restriction for examination purposes as indicated is proper. 

7. A telephone call was made to Inventor Richard Wilson on 12/5/2006 to request 
an oral election to the above restriction requirement, group II is elected without traverse. 



Abstract 

Applicant is reminded of the proper language and format for an abstract of the 
disclosure. 

The abstract should be in narrative form and generally limited to a single 
paragraph on a separate sheet within the range of 50 to 150 words. It is important that 
the abstract not exceed 150 words in length since the space provided for the abstract 
on the computer tape used by the printer is limited. The form and legal phraseology 
often used in patent claims, such as "means" and "said," should be avoided. The 
abstract should describe the disclosure sufficiently to assist readers in deciding whether 
there is a need for consulting the full patent text for details. 

The language should be clear and concise and should not repeat information 
given in the title. It should avoid using phrases which can be implied, such as, "The 
disclosure concerns," "The disclosure defined by this invention," "The disclosure 
describes," etc. 
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Specification 

The title of the invention is not descriptive. A new title is required that is clearly 
indicative of the invention to which the claims are directed. 

The following title is suggested: "New Top Level Domains Based on Location" 

The set of amended claims must be in a separate sheet of paper from the 
certified preliminary amendment sheet. See MPEP 37 CFR 1.77(b) 

Drawings 

The subject matter of this application admits of illustration by a drawing to 
facilitate understanding of the invention. Applicant is required to furnish a drawing 
under 37 CFR 1.81(c). No new matter may be introduced in the required drawing. 
Each drawing sheet submitted after the filing date of an application must be labeled in 
the top margin as either "Replacement Sheet" or "New Sheet" pursuant to 37 CFR 
1.121(d). 

Claim Objections 

8. Claim 16 is objected to because of the following informalities: 

The term "Search Engines" is used in line 1. The plural form is not necessary in 

the claim, and the singular "a search engine" should be used. 
Appropriate correction is required. 
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Claim Rejections - 35 USC § 101 

9. 35 U.S.C. 101 reads as follows: 

Whoever invents or discovers any new and useful process, machine, manufacture, or composition of 
matter, or any new and useful improvement thereof, may obtain a patent therefor, subject to the 
conditions and requirements of this title. 

10. Claim 16 is rejected under 35 U.S.C. 101 because the claimed invention is 
directed to non-statutory subject matter. For an invention to be statutory, an invention 
must disclose a "useful, tangible, and concrete result". The claimed invention as a whole 
must be useful and accomplish a practical application. That is, it must produce a "useful, 
concrete and tangible result." State Street, 149 F.3d at 1373-74, 47 USPQ2d at 1601- , 
02. The purpose of this requirement is to limit patent protection to inventions that 
possess a certain level of "real world" value, as opposed to subject matter that 
represents nothing more than an idea or concept, or is simply a starting point for future 
investigation or research (Brenner v. Manson, 383 U.S. 519, 528-36, 148 USPQ 689, 
693-96 (1966)); In re Fisher, 421 F.3d 1365, 76 USPQ2d 1225 (Fed. Cir. 2005); In re 
Ziegler, 992 F.2d 1197, 1200-03, 26 USPQ2d 1600, 1603-06 (Fed. Cir. 1993)). 

Claim 16 recites the limitation "search engines which perform website searches". 
The claim fails to tangible result. Rather, the website search parameters are described, 
with no mention of a produced tangible result to be provided to a user. Therefore the 
claim is rendered non-statutory. Proper correction is required. 

Additionally, claim 16 refers to search engines which perform website searches, 
but lacks any tangible hardware, memory, input/outputs, and sources. The claim is 
directed to software per se. The claims lack the necessary physical articles or objects to 
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constitute a machine or a manufacture within the meaning of 35 USC 101 . They are 
clearly not a series of steps or acts to be a process nor are they a combination of 
chemical compounds to be a composition of matter. As such, they fail to fall within a 
statutory category. They are, at best, functional descriptive material per se. 

Descriptive material can be characterized as either "functional descriptive 
material" or "nonfunctional descriptive material." Both types of "descriptive material" are 
non-statutory when claimed as descriptive material per se, 33 F.3d at 1360, 31 USPQ2d 
at 1759. When functional descriptive material is recorded on some computer-readable 
medium, it becomes structurally and functionally interrelated to the medium and will be 
statutory in most cases since use of technology permits the function of the descriptive 
material to be realized. Compare In re Lowry, 32 F.3d 1579, 1583-84, 32 USPQ2d 
1031, 1035 (Fed. Cir. 1994) 

Merely claiming nonfunctional descriptive material, i.e., abstract ideas, stored on 
a computer-readable medium, in a computer, or on an electromagnetic carrier signal, 
does not make it statutory. See Diehr, 450 U.S. at 185-86,209 USPQ at 8 (noting that 
the claims for an algorithm in Benson were unpatentable as abstract ideas because 
"[t]he sole practical application of the algorithm was in connection with the programming 
of a general purpose computer."). 

Claim Rejections - 35 USC §112 

1 1 . The following is a quotation of the second paragraph of 35 U.S.C. 112: 

The specification shall conclude with one or more claims particularly pointing out and distinctly 
claiming the subject matter which the applicant regards as his invention. 
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12. Claim 16 is rejected under 35 U.S.C. 112, second paragraph, as being indefinite 
for failing to particularly point out and distinctly claim the subject matter which applicant 
regards as the invention. 

Claim 16 recites the limitation "the person" in line 2. There is insufficient 
antecedent basis for this limitation in the claim. 

Claim 16 recites the limitation "the searcher" in line 6. There is insufficient 
antecedent basis for this limitation in the claim. 

Claim 16 recites the limitation "area may contain" in line 6. The word "may" 
renders the claim indefinite and unclear, failing to narrow the scope of the claim. 

Claim 16 recites the limitation "said area" in line 6. There is insufficient 
antecedent basis for this limitation in the claim. For the limitation to be consistent with 
the previous usage in the claim, the word "search" should be placed before "area", to 
match all other instances of the limitation. 

Claim Rejections - 35 USC § 102 

13. The following is a quotation of the appropriate paragraphs of 35 U.S.C. 102 that 
form the basis for the rejections under this section made in this Office action: 

A person shall be entitled to a patent unless - 

(e) the invention was described in (1) an application for patent, published under section 122(b), by 
another filed in the United States before the invention by the applicant for patent or (2) a patent 
granted on an application for patent by another filed in the United States before the invention by the 
applicant for patent, except that an international application filed under the treaty defined in section 
351(a) shall have the effects for purposes of this subsection of an application filed in the United States 
only if the international application designated the United States and was published under Article 21(2) 
of such treaty in the English language. 
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14. Claim 16 is rejected under 35 U.S.C. 102(e) as being anticipated by Frank et al. 
(US Patent 7,1 17,199 B2) 

As per claim 16, Frank teaches "Search Engines which perform website 
searches based on:" (see Abstract and column 5 line 59 - column 6 line 9) 

"(a) user's location wherein said user's location means where the person, who is 
searching the internet for information, resides or is located when performing the 
search." (column 12 lines 1 1-25 and column 27 line 17-34, wherein a user can store 
initial location via filters or user profiles) 

"(b) search area requested by user wherein said search area refers to the area of 
interest of the searcher wherein said area may contain all or some of the following 
information: country, "state" or local area information." (column 8 lines 8-18 and column 
1 1 lines 11-40, wherein a filter for query includes spatial criteria based on location) 

Conclusion 

1 5. The prior art made of record and not relied upon is considered pertinent to 
applicant's disclosure. 

Schneider (US Patent 7,136,932 B1) 
Gardos et al. (US Patent 6,745,248 B1) 
Anderson et al. (US Patent 6,684,250) 

Higgs, Simon. "Top Level Domain Classification and Categorization" (Internet 
Draft, draft-higgs-tld-cat-04.txt, May 1997) 



Application/Control Number: 10/614,003 Page 9 

Art Unit: 2168 

Postel, Jon. "New Registries and the Delegation of International Top Level 
Domains" (Internet Draft, draft-postel-iana-itld-admin-02.txt, Aug. 1996) 

16. Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to Dangelino N. Gortayo whose telephone number is 
(571)272-7204. The examiner can normally be reached on M-F 7:30-4:30. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Tim T. Vo can be reached on (571)272-3642. The fax phone number for the 
organization where this application or proceeding is assigned is 571-273-8300. 

Information regarding the status of an application may be obtained from the 
Patent Application Information Retrieval (PAIR) system. Status information for 
published applications may be obtained from either Private PAIR or Public PAIR. 
Status information for unpublished applications is available through Private PAIR only. 
For more information about the PAIR system, see http://pair-direct.uspto.gov. Should 
you have questions on access to the Private PAIR system, contact the Electronic 
Business Center (EBC) at 866-217-9197 (toll-free). If you would like assistance from a 
USPTO Customer Service Representative or access to the automated information 
system, call 800-786-9199 (IN USA OR CANADA) or 571-272-1000. 

Dangelino N. Gortayo 
Examiner 




Tim T. Vo 
SPE 
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